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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 08 February 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 4-22 is/are pending in the application. 

4a) Of the above claim(s) 2 and 3 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1 and 4-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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The finality of the Office action dated December 3, 2007 has been removed so that new 
rejections can be made. 

Claims 1-22 are presented for examination. 

Accordingly, the rejection made under 35 USC 103 over Yamaguchi et al, "Antibacterial 
and antitumor activities of piperine from black pepper", Kenhyu Kiyo-Tokyo Kasei Daigaku, 
1985, Vol. 25, pp, 201-203 or Dorman et al., 'Antimicrobial agents from plants: antibacterial 
activity of plants volatile oils", Journal of Applied Microbiology, 2000, Vol. 88, No. 2, pp. 308- 
316 as set forth in the previous Office action dated December 3, 2007 at page 5 is hereby 
withdrawn because applicant's specification does disclose examples of cellulitis and necrotizing 
fasciitis (flesh eating disease) on pages 16 and 17. 

Claims 2 and 3 are considered to be cancelled since the applicant's amendment to the 
claims is withdrawn before an examination of the application. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1, 4 and 7are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

This is a written description rejection. 



Application/Control Number: 10/620,794 Page 3 

Art Unit: 1614 

A lack of adequate written description issue arises if the knowledge and level of skill in 
the art would not permit one skilled in the art to immediately envisage the product claimed from 
the disclosed process. See, e.g., Fujikawa v. Wattanasin, 93 F.3d 1559, 1571, 39 USPQ2d 1895, 
1905 (Fed. Cir. 1996) (a "laundry list" disclosure of every possible moiety does not constitute a 
written description of every species in a genus because it would not "reasonably lead" those 
skilled in the art to any particular species); In re Ruschig, 379 F.2d 990, 995, 154 USPQ 118, 
123 (CCPA 1967). 

An applicant may also show that an invention is complete by disclosure of sufficiently 
detailed, relevant identifying characteristics which provide evidence that applicant was in 
possession of the claimed invention, i.e., complete or partial structure, other physical and/or 
chemical properties, functional characteristics when coupled with a known or disclosed 
correlation between function and structure, or some combination of such characteristics. 
In particular, the specification as original filed fails to provide sufficient written bases of any of 
the agents demonstrating wherein possession of use of the broad terms: infectious diseases 
caused by drug-resistant strains of bacteria, bacterial infections in a human or animal host, 
solvent extraction of a component of a pepper plant. The mere fact that Applicant may have 
discovered instant invention comprising pepper to treat one type of infectious disease caused by 
a drug-resistant strain of a bacteria or one type of bacteria infection in a human or animal host is 
not sufficient to claim the entire genus. The Applicant may have discovered one solvent 
extraction of a component of a pepper plant to treat an infectious disease caused by 
Staphylococcus is not sufficient to claim the entire genus of solvents such as water or benzene. 
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The written description requirement for a claimed genus may be satisfied through 
sufficient description of a representative number of species by actual reduction to practice, 
reduction to drawings, or by disclosure of relevant, identifying characteristics, i.e., structure or 
other physical and/or chemical properties, by functional characteristics coupled with a known or 
disclosed correlation between function and structure, or by a combination of such identifying 
characteristics, sufficient to show the applicant was in possession of the claimed genus. See Eli 
Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406. 

A "representative number of species" means that the species which are adequately 
described are representative of the entire genus. Thus, when there is substantial variation within 
the genus, one must describe a sufficient variety of species to reflect the variation within the 
genus. The disclosure of only one species encompassed within a genus adequately describes a 
claim directed to that genus only if the disclosure "indicates that the patentee has invented 
species sufficient to constitute the gen[us]." 

Claims 1 , 4 and 7 are not allowed. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 and 4-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claims 1, 4, 5 and 7 are rendered indefinite by the phrase "or an equivalent". What is 
meant by this phrase? If this phrase is related to compounds similar to pepper, the applicant may 
wish to recite the "equivalent" compounds. 

The remaining claims are rendered indefinite to the extent that they incorporate the above 
terminology. 

Claims 1 and 4-22 are not allowed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 4 is again rejected under 35 U.S.C. 102(b) as being anticipated by Yamaguchi et 
al., "Antibacterial and antitumor activities of piperine from black pepper", Kenhyu Kiyo-Tokyo 
Kasei Daigaku, 1985, Vol. 25, pp, 201-203 or Dorman et al, "Antimicrobial agents from plants: 
antibacterial activity of plants volatile oils", Journal of Applied Microbiology, 2000, Vol. 88, 
No. 2, pp. 308-316. 

Applicant's remarks regarding the prior art does not teach the use of "phyotalexins" 
which are distinct from piperine and volatile oils of black pepper of the prior art are not 
persuasive since the prior art teaches a product of identical chemical composition cannot have 
mutually exclusive properties. A chemical composition and its properties are inseparable. If the 
prior art teaches the identical chemical structure, the properties applicant discloses and/or claims 
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are necessarily present (See In re Spada . 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990)). 

The rejection made under 35 USC 102(b) is adhered to. 
Claim 4 is not allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin E. Weddington whose telephone number is (571)272-0587. 
The examiner can normally be reached on 12:30 pm-9:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571)272-0718. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kevin E. Weddington 
Primary Examiner 
Art Unit 1614 

/Kevin E. Weddington/ 

Primary Examiner, Art Unit 1614 
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